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—The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
THE REPLY FILED 15 September 2006 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 

1 . £3 The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of Appeal. To avoid abandonment of 

this application, applicant must timely file one of the following replies: (1) an amendment, affidavit, or other evidence, which 
places the application in condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41.31; or 
(3) a Request for Continued Examination (RCE) in compliance with 37 CFR 1.114. The reply must be filed within one of the 
following time periods: 

a) O The period for reply expires months from the mailing date of the final rejection. 

b) S The period for reply expires on: (1 ) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In no 

event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN TWO 

MONTHS OF THE FINAL REJECTION. See MPEP 706.07(f). 
Extensions of time may be obtained under 37 CFR 1 .1 36(a). The date on which the petition under 37 CFR 1 .1 36(a) and the appropriate extension fee have 
been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee under 37 
CFR 1 .1 7(a) is calculated from: (1 ) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as set forth in (b) 
above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
NOTICE OF APPEAL 

2. □ The Notice of Appeal was filed on . A brief in compliance with 37 CFR 41 .37 must be filed within two months of the date 

of filing the Notice of Appeal (37 CFR 41.37(a)), or any extension thereof (37 CFR 41.37(e)), to avoid dismissal of the appeal. 
Since a Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41 .37(a). 
AMENDMENTS 

3. ^ The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because 

(a) E3 They raise new issues that would require further consideration and/or search (see NOTE below); 

(b) O They raise the issue of new matter (see NOTE below); 

(c) E3 They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for 

appeal; and/or 

(d) D They present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: See Continuation Sheet . (See 37 CFR 1.116 and 41.33(a)). 

4. □ The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324). 

5. d Applicant's reply has overcome the following rejection(s): . 

6. CH Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment canceling 

the non-allowable claim(s). 

7. S For purposes of appeal, the proposed amendment(s): a) ^ will not be entered, or b) □ will be entered and an explanation of 

how the new or amended claims would be rejected is provided below or appended. 
The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: . 

Claim(s) rejected: 1-19 . 

Claim(s) withdrawn from consideration: . 

AFFIDAVIT OR OTHER EVIDENCE 

8. □ The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will not be entered 

because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary 
and was not earlier presented. See 37 CFR 1.116(e). 

9. □ The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will not be 

entered because the affidavit or other evidence failed to overcome all rejections under appeal and/or appellant fails to provide a 
showing a good and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41.33(d)(1). 

10- □ The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached. 

REQUEST FOR RECONSIDERATION/OTHER 

1 1 . The request for reconsideration has been considered but does NOT place the application in condition for allowance because: 
See Continuation Sheet. 

12. □ Note the attached Information Disclosure Statement(s). (PTO/SB/08) Paper No(s). 



13. □ Other: 



Heather R. Hemdon 
Supervisory Patent Examiner 
Technology Center 2100 



U.S. Patent and Trademark Office 
PTOL-303 (Rev. 08-06) 



Advisory Action Before the Filing of an Appeal Brief 



Part of Paper No. 20060921 



Continuation Sheet (PTOL-303) 



Application No. 



Continuation of 3. NOTE: since the amendments to the claims seek to overcome the rejctions made under 35 USC 101 and 112, 
second paragrah, the amendments would require further search and/or consideration especially under 35 USC 103 because the 
amendments significantly change the scope and interpretation used in the rejections. 



Continuation of 11 . does NOT place the application in condition for allowance because: 

It should be noted that the arguments regarding 35 USC 101 for being inoperative are directed to the newly amended claim language. 
Regarding the rejection under 35 USC 101 for being nonstatutroy: 

To satisfy section 101 requirements, the claim must be for a practical application of the § 101 judicial exception, which can be identified 
in various ways: 

The claimed invention "transforms" an article or physical object to a different state or thing. 
The claimed invention otherwise produces a useful, concrete and tangible result 
(Interim Guidelines for Examination of Patent Applications for Patent Subject Matter Eligibility, p 19) 

The Office maintains that the claims do neither. 

Physical transformation occurs when the claimed invention transforms an article or physical object to a different structural state or thing. 
Physical transformation is an indication that the claim is statutory because such a transformation itself is a useful, tangible and concrete 
result. However, data transformation is not a physical transformation. Data, by definition, is intangible, so the claim must go further to 
have a tangible result. Thus, manipulation of data in a computer is not, in and of itself, sufficient for establishing that a claim is statutory. 
Likewise, a physical act is not necessarily a physical transformation. 

The next step in analysis involves determining whther the claims produce a concrete, useful and tangible result 

Regarding a useful result, the disclosure may have met the requirements for utility, but what's claimed does not produce a result that 
reflects it or is too preliminary in and of itself to be a useful result. In this case, the claimed invention does not provide a useful result 
even though an appropriate utility has been disclosed, and a rejection as non-statutory is appropriate. 



Specifically, by applicant's own admission claims 1 and 19 recite indep^cjrfpnt acts that "facilitate" the processing of XML items from one 
format to a second format "that can be" output from the transformation system (Arguments, p 7, second paragraph, lines 9-13). The 
Office maintains that without actually perfoming or without necessarily requiring that the XML items be processed or output, the result is 
not useful and has no practical application. The claimed invention is too preliminary to provide the practical application intended by 
Applicant. 

In addition, when the examiner has reason to believe that the claim is not for a practical application that produces a useful result, the 
claim should be rejected, thus requiring the applicant to distinguish the claim from the three § 1 01 judicial exceptions to patentable 
subject matter by specifically reciting in the claim the practical application. In such cases, statements in the specification describing a 
practical application may not be sufficient to satisfy the requirements for section 101 with respect to the claimed invention. Likewise, a 
claim that can be read so broadly as to include statutory and nonstatutory subject matter must be amended to limit the claim to a 
practical application. In other words, if the specification discloses a practical application of a § 101 judicial exception, but the claim is 
broader than the disclosure such that it does not require a practical application, then the claim must be rejected (Interim Guidelines for 
Examination of Patent Applications for Patent Subject Matter Eligibility, p 21) 

Reagrding a tangible result, the tangible requirement does not necessarily mean that a claim must either be tied to a particular machine 
or apparatus or must operate to change articles or materials to a different state or thing. However, the tangible requirement does require 
that the claim must recite more than a § 101 judicial exception, in that the process claim must set forth a practical application of that § 
101 judicial exception to produce a real-world result (Interim Guidelines for Examination of Patent Applications for Patent Subject Matter 
Eligibility, p21). 

Again, by applicant's own admission claims 1 and 19 recite indepej^nt acts that "facilitate" the processing of XML items from one 
format to a second format "that can be" output from the transformation system (Arguments, p 7, second paragraph, lines 9-13). The 
Office maintains that without actually perfoming or without necessarily requiring that the XML items be output, the result is not made 
available to the user and thus not tangible and has no practical application. The claimed invention remains in the abstract and does not 
provide the practical application intended by Applicant. 



It should be noted that the arguments regarding 35 USC 112, second paragraph for being indefinite are directed to the newly amended 
claim language. 



Regarding Applicant's arguments that the transformed XML items as claimed must be XML items based on the following disclosure: 
Referring initially to Fig. 1, a system 100 for transforming XML items from one representation to another is illustrated. 
The system 100 includes a transformer 120 that is adapted to accept XML items from a data source 110 and to apply 
one or more transformation instructions from a style sheet 130 to the XML items and produce transformed XML items 
that can be output to a destination data store 140. (Specification, p 10, lines 19 - 23). 
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Neither the Specification or claims necessarily require that the "transfomred" XML items be XML items after the transformation. Within 
the broadest, reasonable interpretation in light of the specification, XML is interpreted as a format. Therefore, the transformed XML items 
are in a different format, which can be something other than XML especially if it is not specifically claimed. 



It should be noted that the rest of Applicant's arguments regarding 35 USC 103 for not disclosing the claimed output manager as claimed 
are directed to the newly amended claim language. 



3 



